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DETAILED ACTION 



Acknowledgements 



1. Claims 1,2,5, and 6 are pending. 

2. This Office action is given Paper No. 20090207 for reference purposes only. 

3. All references to the capitalized version of "Applicant" refer specifically to the Applicant 
or Applicants of record in the instant application. Any references to lowercase versions of 
"applicant" or "applicants" refer to any or all patent applicants. Unless expressly noted 
otherwise, references to the capitalized version of "Examiner" refers to the Examiner of record 
while reference to or use of the lower case version of "examiner" or "examiners" refers to 
examiner(s) generally. The notations in this paragraph apply to any future Office actions from 
this Examiner. 



4. A request for continued examination under 37 C.F.R. § 1.1 14, including the fee set forth 
in 37 C.F.R. § 1 . 1 7(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 C.F.R. §1.1 14, and the fee set forth in 37 C.F.R. 
§1.1 7(e) has been timely paid, the finality of the previous Office action has been withdrawn 
pursuant to 37 C.F.R. §1.1 14. Applicant's submission filed on 30 December 2008 has been 
entered. 



Continued Examination Under 37 C.F.R. §1.114 
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Specification 



5. The amendment filed 30 December 2008 is objected to under 35 U.S.C. § 132(a) because 
it introduces new matter into the disclosure. 35 U.S.C. § 132(a) states that no amendment shall 
introduce new matter into the disclosure of the invention. The added material which is not 
supported by the original disclosure is as follows: "direct visual authentication of the document" 

(as in claim 6). 

6. Applicant is required to cancel the new matter in the reply to this Office Action. 



7. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a wriiicn dcscripuon tjlihc iiuciuioii, and olihc manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

8. Claim 6 is rejected under 35 U.S.C. §112, first paragraph, as failing to comply with the 
written description requirement. The claim contains subject matter which was not described in 
the specification in such a way as to reasonably convey to one skilled in the relevant art that the 
inventors, at the time the application was filed, had possession of the claimed invention. 

9. Claim 6 notes that the "verification method is performed via direct visual authentication 
of the document". This subject matter is not contained in the specification: page 3 notes that "the 
document can be recorded as an image and the image can be transmitted to an operator", but 
does not note "[directly]" enabling visual authentication (i.e.: presenting the document itself io 
the operator, rather than an image). 



Claim Rejections - 55 JJSC § 112 1st Paragraph 
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Claim Rejections - 35 USC § 112 T"^ Paragraph 



10. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

1 1 . Claims 1 , 2, 5, and 6 are rejected under 35 U.S.C. § 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. 

12. Independent claim 1 recites "at least one of accepting the document when the document 
passes the visual verification and refiising acceptance when the document does not the visual 
verification". 

13. Firstly, the claim is rejected for being unclear, by not having a verb following "when the 
document does not" and preceding "the visual verification". This is believed to be "pass". 

14. Secondly, the claim notes that a "visual verification" is provided to an operator, and then 
has a decision as to whether it "passes the visual verification"; however, there is no step 
performed in the visual verification that would determine whether a document passes or does not 
pass. A person having ordinary skill in the art would not understand whether: 

a. this visual verification is presented to the operator in order for the operator to 
"accept" or "reject" the document, or 

b. if the visual verification is merely shown to the operator (and the "accept"/"reject" 
decision is made by a machine (such as the "central computer unit 4", as mentioned on 
lines 9-12 of page 5 of the specification)). 
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15. As these situations are clearly different and mutually exclusive, the claim is rendered 
indefinite. Solely for the purpose of applying prior art, and despite the deficiency in the claim, 
the Examiner has interpreted this in the latter sense. 



16. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign countiy or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

17. Claims 1, 2, 5, and 6 are rejected under 35 U.S.C. §102(b) as being anticipated by United 
States Patent Apphcation Publication 2001/0006556 ("Graves"). 

1 8 . feeding document to verification unit (figure 1 , reference number 1 0) by means of input 

unit (figure 1 , reference number 1 8), wherein verification unit is provided for authenticating the 
document (Abstract - "system for evaluating currency bills with currency evaluation 
machines..."); 

1 9. authenticating document, wherein authentication document is performed with a 
combination of at least two different verification methods (figure 1, reference numbers 20, 28; 
figure 2a, reference numbers 38, 40); 

20. comparing the at least two verification methods with verification specifications (T|10 - "a 
system memory stores first and second types of master characteristic information corresponding 
to genuine currency bills of assorted denominations and/or series"); 



Claim Rejections - 35 USC §102 
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21 . determining a probability of authenticity of the document (Abstract - "evaluated bills are 
identified as either no call bills, suspect documents, or genuine bills"); 

22. releasing the document for further processing, comprising accepting document as 
positively authenticated when the probability meets predetermined criteria (]|14 - "if a positive 
determination is reached in the comparison test, the bill is authenticated as genuine"); 

23 . providing visual verification when the probability does not meet the predetermined 
criteria and the document is negatively authenticated, the visual verification including recording 
document as an image (T|35 - "The microprocessor 12 stores each element of data fi-om the 
optical sensor 20 in a range of memory locations in a random access memory ("RAM") 26, 
forming a set of image data that corresponds to the object scanned ") and presenting the image to 
an operator (Tf82 - "The CPU 72 is also linked to an output unit which may be programmed to 
provide a display of. . . any other recorded identifying characteristic of the no call, suspect, or 
genuine bills ."), and at least one of accepting the document when the document passes the visual 
verification (the document is accepted into the system, as well as fi"om step to step; i.e.: figures 
6a to 6b - when a document is accepted into the second set of verification steps) and refusing 
acceptance when the document does not [pass] the visual verification (Tf38 - "machine is stopped 
to allow removal. . . .[or] delivered to a separate output receptacle"). 



24. As per claim 2, Graves discloses as above, and further discloses: 

25. two verification methods are selected from the group comprising size verification, 
magnetic verification (T|5 - "currency discrimination is based on the comparison of sensed optical 
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or magnetic characteristics"), image verification, infrared verification, UV verification (^6 - "UV 
or visible light. . ."), and visual verification (T|6 - "visible light reflectance"); 

26. As per claim 5, Graves discloses as above, and fiirther discloses: 

27. visual verification method is performed only on documents of a desired value (only 
currency is scanned using the system in Graves - see Abstract as well as ^12 - as such, documents 
that are not currency (and have no value) will not be scanned or verified). 

28. As per claim 6, Graves discloses as above, and fiirther discloses: 

29. visual verification method is performed via a direct visual authentication of the document 
(figure 6a, reference 98 - "scanned intensity"; figure 4a, reference si, s2, s3, s63, s64). 



30. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



31. Claims 1, 2, 5, and 6 are rejected under 35 U.S.C. §103(a) as being unpatentable over 

Graves in view of Applicant's Admitted Prior Art. 



Claim Rejections - 35 USC § 103 



32. 



As per claims 1, 2, 5, and 6, it is the Examiner's primary position that the claims are 
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anticipated because of the above inherent features (i.e. showing image data to the operator) \ 
However, if an administrative body finds this feature to be non-inherent, then it is now Admitted 
Prior Art that showing image data of unauthenticated documents was old and well-known in the 
art because it allows the operator to either report the document (since there is an image, it can be 
copied or printed, and reported to the proper authorities), override the determination (in case 
there is a clear error in processing), or at least to better understand why the document was 
rejected (in case the document is dirty, damaged, or misaligned). This creates a more powerful 
system where operators may view exactly what the problem is with a document, in order to 
ascertain why it would not be authenticated by the system, and/or take further corrective action. 
33. Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to show operators images of unauthenticated documents, as this would allow them to 
better understand why a particular document was deemed as counterfeit. A person having 
ordinary skill in the art would see this as advantageous because it allows for a more reliable 
system, one that allows operators to better determine why documents are rejected. 



34. In accordance with MPEP §2 1 1 1 .0 1 , the Examiner has interpreted the meaning of claim 
limitations in accordance with their "plain meaning", unless such terms have been defined 
explicitly in the specification. 

35. Claim 1 recites "providing visual verification when the probability does not meet the 
predetermined criteria md the document is negatively authenticated. . . " The last two steps of the 

' MPEP §2112.111 authorizes a rejection under 35 USC §102 as well as 35 USC §103, when the "the composition of 



Claim Interpretation 
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method in claim 1 are contingent upon the document failing the predetermined criteria. If the 
method is run where all documents pass the "predetermined criteria", then the last two steps will 
not run. Therefore, these steps are seen as optional language. Optional or conditional elements 
do not narrow claims because they can always be omitted. See In re Johnston, 435 F.3d 1381, 
77 USPQ2d 1788, 1790 (Fed. Cir. 2006) ("As a matter of linguistic precision, optional elements 
do not narrow the claim because they can always be omitted"), and MPEP §2106 11 C, which 
states "Language that suggests or makes optional but does not require steps to be performed or 
does not limit a claim to a particular structure does not limit the scope of a claim or claim 
limitation" (emphasis in original text). 



36. Applicants' arguments with respect to the claims have been considered but are moot in 
view of the new ground of rejection. They argue limitations that were not previously in the 
claims - as they have been fully addressed in this Office Action, the arguments are overcome. 

37. As per Applicants' arguments that the "Grave operator makes no fiirther decision 
regarding acceptance or refiisal", the Examiner has established above that this limitation is not 
present in the claims. It is not explicitly stated that the operator is the one who "accepts" or 
"refuses" the document, merely that it is accepted or refused based on whether it "passes the 
visual verification" (who performs this verification is not explicitly stated). 

38. As per Applicants' arguments concerning the Official Notices, Applicants' attempt at 
traversing the Official Notice findings as stated in the previous Office Action (Mail Date 3 

the prior art is the same as that of the claim but the function is not explicitly disclosed by the reference". The 



Response to Arguments 
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October 2008, Paragraph No. 9-lOp) is inadequate. Adequate traversal is a two step process. 
First, applicant(s) must state their traversal on the record. Second, and in accordance with 37 
C.F.R. §1.11 1(b), which requires applicants to specifically point out the supposed errors in the 
Office Action, Applicants must state why the Official Notice statements are not to be considered 

common knowledge or well known in the art . 

39. In this application, while Applicants have clearly met step (1), Applicants have failed 
step (2) since they have failed to argue why the Official Notice statements are not to be 
considered common knowledge or well known in the art. Because Applicants' traversal is 
inadequate, the Official Notice is taken to be admitted as prior art. See MPEP §2144.03. 



40. Any inquiry concerning this conmiunication or earlier conmiunications from the 
examiner should be directed to Christopher C. Johns whose telephone number is (571)270-3462. 
The Examiner can normally be reached on Monday - Friday, 9 am to 5 pm. 

41. If attempts to reach the Examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Fischer can be reached on (571) 272-6779. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

42. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained fi-om either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 



Conclusion 



secondary rejection is authorized when there is a question about the inherency of a characteristic. 
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system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Christopher C Johns/ 
Examiner, Art Unit 3621 



/ANDREW J. FISCHER/ 

Supervisory Patent Examiner, Art Unit 3621 



